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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on June 3, 
2009 has been entered. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claim 13 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. 
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I. Amended claim 13 now recites that the powder is homogenized. 

According to The ASM Materials Engineering Dictionary, in metallurgy to 

homogenize means; 

A heat treating practice whereby a metal object 
Is held at high temperature to eliminate or 
decrease chemical segregation by diffusion 

As presently drafted claim 13 encompasses such a heat treatment , however 

there is not support in the application as filed for such a heat treatment. For 

example, original claim 13, as filed, recited homogenizing the alloy powder by 

blending the magnetic powder and was not directed to heat treating the magnetic 

powder to eliminate or decrease the chemical segregation in each powder 

particle making up the magnetic powder 



Claim Interpretation 

4. Claims 1 and 2 each recite, "a starting material based on an SE-TM-B alloy" 
(claims 1 and 2, line 3, emphasis added by the Examiner). In view of the use of the 
term "based on", the phrase, "a starting material based on an SE-TM-B alloy" is not 
limited to an alloy consisting of rare earth-transition metal-boron but rather has been 
interpreted to mean any rare earth-transition metal-boron alloy containing any additional 
elements in any amount. 

5. It is noted that the in describing the starting material (for example, claim 1 , line 
3), the claims do not recite the starting material as being magnetic scrap material. The 
only mention of scrap magnetic material is in the preamble of the claims (for example 



Application/Control Number: 10/524,752 Page 4 

Art Unit: 1793 

see claim 1 , line 2) which merely recites the purpose of the claims process. However, a 
preamble is generally not accorded any patentable weight where, as in the instant case, 
it merely recites the purpose of a process and where the body of the claim does not 
depend on the preamble for completeness but, instead, the process steps or structural 
limitations are able to stand alone. See In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 
1976) and Kropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 (CCPA 1951). In 
view of this, the instant claims are not directed to a method wherein the staring material 
of the method is magnetic scrap material. 

6. Claim 1 , line 6 recites "a hard magnetic content greater than 90% by volume 
and/or foreign phases smaller than 0.5 mm in size" (emphasis added by the Examiner). 
In view of the use of the term "and/or", claim 1 does not require "a hard magnetic 
content greater than 90% by volume" and "foreign phases smaller than 0.5 mm in size" 
but rather one or the other of "a hard magnetic content greater than 90% by volume" or 
"foreign phases smaller than 0.5 mm in size". 

Claim Rejections - 35 USC §112 

7. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

8. Claims 1 to 23 are rejected under 35 U.S.C. 112, first paragraph, as based on a 
disclosure which is not enabling. The use of magnetic scrap material is disclosed as 
critical or essential to the practice of the invention, but not included in the claim(s) is not 
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enabled by the disclosure. See In re Mayhew, 527 F.2d 1229, 188 USPQ 356 (CCPA 
1976). As explained above under the heading "Claim Interpretation", the claims do not 
require the use of magnetic scrap as the starting material. 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claims 1 to 5 and 7 to 23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Takeshita et al. (Takeshita '374, US Patent No. 5,1 10,374, cited by 
the Examiner) in view of Yajima et al. (Yajima '208, US Patent No. 5,049,208, cited by 
the Examiner). 

Takeshita '374 teaches an HDDR process that is encompassed by the HDDR 
process recited in the instant claims (page 10, lines 24 to 43). Takeshita teaches that 
the HDDR process produces an anisotropic rare earth-transition metal-boron alloy 
powder having a recrystallized grain structure containing the R 2 Fei 4 B phase (column 3, 
lines 55 to 60) and that this rare earth-transition metal-boron alloy powder is used to 
make bonded magnets (column 3, lines 48 to 51). Takeshita '374 teaches that the 
R2Fei4B phase occupies no less than 50 volume % of the rare earth-transition metal- 
boron alloy (column 6, lines 3 to 10). Takeshita '374 teaches at least one specific 
example of the HDDR process having process steps that are encompassed by the 
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claims (column 14, Example 1). Takeshita '374 teaches that the disclosed HDDR 
process is applicable to rare earth-transition metal-boron alloys containing Fe, Ni or Co 
as recited in claim 4 and C, O, N and S as recited in claims 5 (column 9, lines 14 to 36). 
Takeshita '374 teaches that the starting material for the HDDR process is a rare earth- 
transition metal-boron alloy containing the RaFenB structure (column 6, lines 19 to 36). 
Thus, the process steps recited in applicants' claims are known. 

Yajima '208 teaches a R-TM-B permanent magnet having a tetragonal phase 
(hard magnetic phase) (Abstract) having a crystal grain size of 0.01 to 3 microns 
(column 7, lines 41 to 53). Yajima '208 also teaches that the typical R-TM-B permanent 
magnet has a crystal grain size of 0.01 to 1 micron and about 10 microns (column 2, 
lines 36 to 61) depending on the method of manufacture. Thus, Yajima '208 teaches 
that R-TM-B permanent magnets typically have a crystal grain size of less than 10 
microns which is encompassed by the grain size of less than 1 mm recited in the instant 
claims. Yajima '208 also teaches that the product of Yajima '208's process is an 
anisotropic magnet (column 5, lines 53 to 59). Yajima '208 teaches specific examples 
wherein the hard magnetic phase is greater than 90% by volume (see Table 1 , Example 
1 and Table 2 Examples 1 and 2). 

The claims and Takeshita '374 differ in that Takeshita '374 is silent as to the 
crystal grain size of the R-TM-B alloy and the use of magnetic scrap. 

However, one of ordinary skill in the art at the time the invention was made would 
have considered the invention to have been obvious because Yajima '208 teaches that 
the typical R-TM-B magnet has a crystal grain size of less than 10 micron. In view of 
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this, it would be expected that the R-TM-B alloys taught by Takeshita '374 would have 
crystal grain sizes of 10 microns or less which is encompassed by the crystal grain size 
of less 1 mm recited in claim 1 . Regarding the use of scrap magnetic material it is the 
Examiner's position that as set forth above under the heading, "Claim Interpretation" the 
instant claims are not directed to a method wherein the staring material of the method is 
magnetic scrap material. 

1 1 . Claims 1 to 5 and 7 to 23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Takeshita et al. (Takeshita '374, US Patent No. 5,110,374, cited by 
the Examiner) in view of either Kim (Kim '020, US Patent No. 5,091 ,020, cited in the IDS 
submitted May 18, 2005) or Kaneko et al. (Kaneko '861, US Patent No. 6,149861, cited 
by the Examiner) further in view of Yajima et al. (Yajima '208, US Patent No. 5,049,208, 
cited by the Examiner). 

Takeshita '374 teaches an HDDR process that is encompassed by the HDDR 
process recited in the instant claims (page 10, lines 24 to 43). Takeshita teaches that 
the HDDR process produces an anisotropic rare earth-transition metal-boron alloy 
powder having a recrystallized grain structure containing the R 2 Fei 4 B phase (column 3, 
lines 55 to 60) and that this rare earth-transition metal-boron alloy powder is used to 
make bonded magnets (column 3, lines 48 to 51). Takeshita '374 teaches that the 
R2Fei4B phase occupies no less than 50 volume % of the rare earth-transition metal- 
boron alloy (column 6, lines 3 to 10). Takeshita '374 teaches at least one specific 
example of the HDDR process having process steps that are encompassed by the 
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claims (column 14, Example 1). Takeshita '374 teaches that the disclosed HDDR 
process is applicable to rare earth-transition metal-boron alloys containing Fe, Ni or Co 
as recited in claim 4 and C, O, N and S as recited in claims 5 (column 9, lines 14 to 36). 
Takeshita '374 teaches that the starting material for the HDDR process is a rare earth- 
transition metal-boron alloy containing the RaFenB structure (column 6, lines 19 to 36). 
Thus, the process steps recited in applicants' claims are known. 

Kim '020 and Kaneko '861 each teach the concept of recycling scrap and or 
scrap sintered R 2 Fei 4 B rare earth-transition metal-boron alloy (Abstract of each) and 
that the recycled rare earth-transition metal-boron alloy is used in place of new rare 
earth-transition metal-boron alloy powder (Kim '020, column 1, lines 60 to 64 and 
Kaneko '861, column 2, lines 14 to 28) as recited in claims 1 and 2. Kaneko '861 also 
teaches that the concept of recycling rare earth-transition metal-boron alloy is motivated 
by economics and environmental concerns (column 2, lines 14 to 28). Thus, the 
concept of recycling rare earth-transition metal-boron alloy is well known. 

Yajima '208 teaches a R-TM-B permanent magnet having a tetragonal phase 
(hard magnetic phase) (Abstract) having a crystal grain size of 0.01 to 3 microns 
(column 7, lines 41 to 53). Yajima '208 also teaches that the typical R-TM-B permanent 
magnet has a crystal grain size of 0.01 to 1 micron and about 10 microns (column 2, 
lines 36 to 61) depending on the method of manufacture. Thus, Yajima '208 teaches 
that R-TM-B permanent magnets typically have a crystal grain size of less than 10 
microns which is encompassed by the grain size of less than 1 mm recited in the instant 
claims. Yajima '208 also teaches that the product of Yajima '208's process is an 
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anisotropic magnet (column 5, lines 53 to 59). Yajima '208 teaches specific examples 
wherein the hard magnetic phase is greater than 90% by volume (see Table 1 , Example 
1 and Table 2 Examples 1 and 2). 

The claims and Takeshita '374 differ in that Takeshita '374 teaches the use of 
new rare earth-transition metal-boron alloy in the disclosed HDDR process and not 
scrap rare earth-transition metal-boron alloy as recited in the claims. Further, 
Takeshita '374, Kim '020 and Kaneko '861 are each silent as to the crystal grain size of 
the R-TM-B alloy. 

However, one of ordinary skill in the art at the time the invention was made would 
have considered the invention to have been obvious because such a person would 
have been motivated to substitute scrap rare earth-transition metal-boron alloy for the 
new rare earth-transition metal-boron alloy as the starting material in Takeshita '374's 
process for economic and environmental reasons as taught by each of Kim '020 and 
Kaneko '861 . The results of such a substitution are reasonably predictable. 

Regarding the grain size, Yajima '208 teaches that the typical R-TM-B magnet 
has a crystal grain size of less than 10 micron. In view of this it would be expected that 
the R-TM-B alloys taught by each of Takeshita '374, Kim 020 and Kaneko '861 would 
have crystal grain sizes of 10 microns or less which is encompassed by the crystal grain 
size of less 1 mm recited in claim 1 . 



Application/Control Number: 10/524,752 Page 10 

Art Unit: 1793 

Response to Arguments 

12. Applicant's arguments filed June 3, 2009 have been fully considered but they are 
not persuasive. 

1 3. Applicants' arguments regarding the rejection of claim 1 3 under 35 USC 1 1 2, first 
paragraph, as drawn to new matter are not persuasive. Applicants have cited original 
claim 1 3 as filed, page 6, the first and third paragraph and page 1 1 , the fifth full 
paragraph as support for amended claim 13. The Examiner is not persuaded. As 
presently drafted claim 13 encompasses homogenizing the magnetic powder, that is, 
heat treating the magnetic powder to eliminate or decrease the chemical segregation in 
each powder particle making up the magnetic powder. Original claim 13, as filed, the 
first paragraph on page 6 of the specification and the fifth full paragraph on page 1 1 of 
the specification are all directed to homogenizing by blending the magnetic powder and 
are not directed to heat treating the magnetic powder to eliminate or decrease the 
chemical segregation in each powder particle making up the magnetic powder. The 
third paragraph on page 6 of the specification is directed to a heat treatment type of 
homogenization, but in the context of the prior art not in the context of the instant 
invention. 

14. Applicants' argument regarding "an average grain size of less that 1 mm, a hard 
magnetic content greater than 90% by volume, and/or foreign phases smaller than 0.5 
mm in size" are not persuasive in the new statement of the rejection set forth above. 

15. Applicant's arguments that it cannot be assumed that Takeshita '374's process 
which is disclosed as directed to new R-TM-B material can be used with scrap material 
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are not persuasive. Applicants have not supported their position with any reasoning or 
evidence. Further, in view of the fact that R-TM-B magnetic material, whether new or 
recycled, are composed of the same elements in the same crystal structure, it is 
considered reasonable to expect the new and recycled R-TM-B materials to behave 
similarly in Takeshita '374's process and that there is a reasonable expectation of 
success of substituting recycled R-TM-B in Takeshita '374's process for economic and 
environmental reasons. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John P. Sheehan whose telephone number is (571) 
272-1249. The examiner can normally be reached on T-F (7:30-5:00) Second Monday 
Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on (571) 272-1244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/John P. Sheehan/ 

Primary Examiner, Art Unit 1793 



